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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner 
and process of making and using it, in such full, clear, concise, and exact terms as to 
enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and use the same and shall set forth the best mode contemplated by 
the inventor of carrying out his invention. 

1 . Claims 27, 29, 30 and 36 are rejected under 35 U.S. C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

2. As per claims 27 and 36, it is noted that Applicant's specification defines branding, not 
rebranding as used in the claim, (see Specification, p. 13, lines 2-8). Rebranding as used in the 
claims occurs at the physical order fulfillment location and is representative of the server of a 
web-based business. Branding as defined in Applicant's specification comprises using packaging 
previously marked with the insignia of the indirect seller. It is unclear how rebranding can occur 
via materials that have already been branded by the indirect seller. 

3. As per claims 29 and 30, it is noted that Applicant's specification discloses analyzing 
shipping and sales information to determine product trends based on either geographic territory 
or demographics, (see Specification, p. 18, lines 13-15). However, the Applicant claims 
analyzing orders. Orders are not the same as shipping and sales, as an order typically precedes 
the shipping/sales event. 
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The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

4. Claims 27 and 36 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. In particular, it is unclear whether the server in the claims can be and/or 
must always be the indirect seller described in the specification. A server is a machine, and an 
indirect seller is an entity performing steps in a business method. A server need not be 
specifically tied to one entity or another, but rather is well-known to perform functions for a host 
of users, one of whom may or may not be an indirect seller. 

5. Claims 21-23 and 25-36 are rejected under 35 U.S.C. 102(e) as being anticipated by 

Rothman et al. (2002/0072984). 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for 
patent or (2) a patent granted on an application for patent by another filed in the United 
States before the invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a) shall have the effects for 
purposes of this subsection of an application filed in the United States only if the 
international application designated the United States and was published under Article 
21(2) of such treaty in the English language. 



6. 



As per claims 21 and 34, Rothman et al. teaches a method, comprising: 
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receiving an order over the Internet at a server, via a web- based interface, said order 
received from a consumer, said order specifying at least one product to be purchased (see 
Rothman, abstract)(disclosing purchasing products over the Internet); 

receiving payment information from said consumer over the Internet (see Rothman, 
39)(disclosing a third party payment server); 

based on said receiving said order and said payment, determining one of a plurality of 
different order fulfillment locations to send said at least one product to said consumer, (see 
Rothman, abstract)(disclosing that based on information supplied by the buyer a local retailer is 
selected to ship the purchased product); 

sending contents from said order, from said one of said order fulfillment locations based 
on said determining, to the consumer, using a shipping method (see Rothman, 
abstract)(disclosing that based on information supplied by the buyer, selecting a local retailer to 
ship the purchased product); 

subsequent to said sending, allowing the consumer to return the contents from said order 
to a local retailer, different than said server and different from said one of said order fulfillment 
locations, (see Rothman, ]f 47), and 

responsive to said consumer returning said contents, refunding the payment received as 
part of said payment information, (see Rothman, ]f 47)(disclosing returning a product ordered 
online to a local retailer and receiving a refund for the return). 

7. As per claim 22, Rothman et al. teaches maintaining an inventory management system 
that determines for said plurality of fulfillment locations, amounts of inventory maintained at 
least at a plurality of said fulfillment locations, (see Rothman, abstract)(disclosing local retailers 
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providing inventory information to the online commerce store). 

8. As per claim 23, Rothman et al. teaches wherein said determining comprises determining 
an order fulfillment location to send said product which is physically closest to said consumer, 
(see Rothman, ]f 75)(disclosing order fulfillment by a local retailer based on address 
information). 

9. As per claim 25, Rothman et al. teaches storing information indicative of inventory at 
local retailers, and also storing information indicative of other local retailers, and using said 
information to select one of said retailers to send said products, and using said refund of said 
item to increase an indication of a number of items stored at said retailer, (see Rothman, 
47)(disclosing a local retailer keeping the returned product for resale). 

10. As per claims 26 and 35, Rothman et al. teaches order fulfillment locations have different 
names than a name associated with said server which receives said order, and wherein said order 
fulfillment location receives said name associated with said server, (see Rothman, 
abstract)(disclosing a branded product sold through a local retailer having a branded name 
associated the online store/online product). 

11. As per claims 27 and 36, Rothman et al. teaches rebranding the order at the order 
fulfillment location using said name associated with said server, (see Rothman, fig. 
13)(disclosing a "hearts on fire diamond" sold online and shipped from a local retailer). 

12. As per claim 28, Rothman et al. teaches informing the order fulfillment location when the 
consumer returns a product, (see Rothman, 47)(The customer informs the fulfillment location 
of a return by presenting the return to the fulfillment location). 

13. As per claim 29, Rothman et al. teaches analyzing orders to determine product trends 
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based on geographic territory, (see Rothman, ]f 45)(disclosing that sales are tracked for 
commission and compensation purposes for each distributor or employee of a distributor). 

14. As per claim 30, Rothman et al. teaches analyzing orders to determine product trends 
based on demographics (see Rothman, ]f 45)(disclosing that sales are tracked for commission and 
compensation purposes for each distributor or employee of a distributor). 

15. As per claim 31, Rothman et al. teaches a method, comprising: 

receiving an order over the Internet at a server, via a web- based interface, said order 
received from a consumer, said order specifying at least one product to be purchased (see 
Rothman, Abstract)(disclosing purchasing products over the Internet); 

receiving payment information from said consumer over the Internet (see Rothman, 
39)(disclosing a third party payment server); 

based on said receiving said order and said payment, determining one of a plurality of 
different order fulfillment locations to send said at least one product to said consumer, wherein 
said order fulfillment locations have different names than a name associated with said server 
which receives said order, and wherein said order fulfillment location receives said name 
associated with said server (see Rothman, abstract)(disclosing that based on information supplied 
by the buyer a local retailer is selected to ship the purchased product); 

rebranding the order at the order fulfillment location using said name associated with said 
server (see Rothman, fig. 13)(disclosing a "hearts on fire diamond" sold online and shipped from 
a local retailer); 

sending contents from said order to the consumer, from said one of said order fulfillment 
locations based on said determining, and including said rebranding, using a shipping method, 
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said sending being to said consumer (see Rothman, abstract)(disclosing information supplied by 
the buyer wherefrom a local retailer is selected to ship the purchased product). 

16. As per claim 32, Rothman et al. teaches subsequent to said sending, allowing the 
consumer to return the contents from said order to a local retailer different than said server and 
different from said one of said order fulfillment locations, and responsive to said consumer 
returning said contents, refunding the payment received as part of said payment information (see 
Rothman, 47)(disclosing returning a product ordered online to a local retailer and receiving a 
refund for the return). 

17. As per claim 33, Rothman et al. teaches maintaining an inventory management system 
that determines for said plurality of fulfillment locations, amounts of inventory maintained at 
least at a plurality of said fulfillment locations (see Rothman, Abstract)(disclosing local retailers 
providing inventory information to the online commerce store). 

Claim Rejections - 35 USC § 103 

18. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 



19. Claim 24 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rothman et 
al. (2002/0072984) in view of Borders et al. (2007/0174144). 
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20. As per claim 24, Rothman et al. discloses all elements of the claimed invention, but fails 
to explicitly disclose wherein said determining comprises determining an order fulfillment 
location to send said product which is within a specified mailing time to said consumer. 
Borders et al. discloses online store product availability including: wherein said determining 
comprises determining an order fulfillment location to send said product which is within a 
specified mailing time to said consumer (see Borders, Tf 41)(disclosing customers scheduling a 
specific date and time for delivery of a product through the online store). 

From this disclosure of Borders et al. it would have been obvious to one having ordinary 
skill in the art at the time that the invention was made to modify the online store system of 
Rothman et al. to include allowing the customer to schedule an delivery date and time in order to 
facilitate delivery of customer orders when a customer is home (see Borders, If 41). 

Response to Arguments 

Applicant's arguments filed 12/10/2009 have been fully considered but they are not 
persuasive for the following reasons. 

1 . In response to Applicant's argument that the Rothman reference was incorrectly applied 
under 35 U.S.C. 102(b), it is noted that in the last office action mailed 7/22/2008, the reference 
was applied correctly as a reference under 35 U.S.C. 102(e) as of its earliest effective filing date 
of 6/1/2000. 

2. In response to Applicant's argument that the Rothman reference fails to disclose 
determining one of a plurality of different order fulfillment locations to send said at least one 
product to said consumer, and sending contents from said order, from said one of said order 
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fulfillment locations based on said determining, it is submitted that in addition to the references 
already provided, that the Rothman reference further discloses a plurality of different order 
fulfillment locations from which an order is sent to a customer, (see Rothman, fig. 4). 

3. In response to Applicant's argument that the Rothman reference fails to disclose sending 
from an order fulfillment location that is physically closest to the customer, it is submitted that in 
addition to the references already provided, that the Rothman reference further discloses that 
orders may be sent from a distributor within the geographic region of the customer, (see 
Rothman, 1J43). 

4. Furthermore, it is submitted that in addition to the references already provided, that the 
Rothman reference further discloses rebranding the order at the order fulfillment location using 
said name associated with said server (see Rothman, figs. 16 and 17). Rothman discloses, e.g., 
placing an order for a "Hearts on Fire" diamond at the "Hearts on Fire" server-supported 
website, having the "Hearts on Fire" diamond etched with a unique "Hearts on Fire" registration 
number, and then shipping the "Hearts on Fire" diamond to a Christian Bernard jewelers, 
Hillside location for pickup by a Stephen Walker. If Christian Bernard jewelers were to provide 
the "Hearts on Fire" diamond to the customer in a Christian Bernard box, the customer can use 
the unique "Hearts on Fire" registration number to determine if he in fact received a "Hearts on 
Fire" diamond. 

5. In response to Applicant's argument that Rothman fails to disclose product trends or 
demographics, it is submitted that the claims, when given their broadest reasonable interpretation 
in light of applicant's specification, read upon the cited portions of the prior art dealing with 
tracking sales data for commission and compensation, (see Rothman, 45). 
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Conclusion 

The following are suggested formats for either a Certificate of Mailing or Certificate of 
Transmission under 37 CFR 1.8(a). The certification may be included with all correspondence 
concerning this application or proceeding to establish a date of mailing or transmission under 37 
CFR 1 .8(a). Proper use of this procedure will result in such communication being considered as 
timely if the established date is within the required period for reply. The Certificate should be 
signed by the individual actually depositing or transmitting the correspondence or by an 
individual who, upon information and belief, expects the correspondence to be mailed or 
transmitted in the normal course of business by another no later than the date indicated. 

Certificate of Mailing 

I hereby certify that this correspondence is being deposited with the United States Postal 
Service with sufficient postage as first class mail in an envelope addressed to: 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

on . 

(Date) 

Typed or printed name of person signing this certificate: 



Signature: 

Registration Number: 

Certificate of Transmission 

I hereby certify that this correspondence is being facsimile transmitted to the United 

States Patent and Trademark Office, Fax No. ( ) - on 

(Date) 

Typed or printed name of person signing this certificate: 
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Signature: 

Registration Number: 

Please refer to 37 CFR 1.6(d) and 1.8(a)(2) for filing limitations concerning facsimile 
transmissions and mailing, respectively. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to R. SHAY GLASS whose telephone number is (571)272-7285. 
The examiner can normally be reached on weekdays between 9 AM and 5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, MATTHEW GART can be reached on 571-272-3955. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/R. SHAY GLASS/ 
Examiner, Art Unit 3687 



/Vanel Frenel/ 
Examiner, Art Unit 3687 
April 27, 2009 
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